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Opi ni on by Chapnman, Adm nistrative Tradenmark Judge:

On March 10, 1999, HIl, Inc., dba Horizon Investnents
filed an application to register the mark BEASTMASTER on
the Principal Register, for services identified, as
anended, as “production of notion pictures, pre-recorded
vi deot apes, and tel evision prograns, and distribution of
nmotion pictures and television prograns” in C ass 41.
Application Serial No. 75/657,065 is based on Section 1(a)
of the Trademark Act, with applicant claimng a date of

first use and first use in commerce of August 20, 1982.
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The Examining Attorney required that applicant submt
substitute speci nens, supported by an affidavit or
decl arati on, show ng use of the mark for the identified
services. Applicant submtted three additional specinens,
all of which were properly supported by declarations.

The original specinens submtted by applicant consist
of a copy of a Septenber 15, 1982 advertisenent froma
trade publication pronoting a novie entitled THE
BEASTMASTER. Applicant later submtted substitute
speci nens consisting of (1) a photocopy of a novie
vi deotape and its packagi ng, both bearing the word
BEASTMASTER (with a copyright notice nam ng “MCA
Television Limted”); (2) a photograph displaying two
novi e vi deot apes featuring the wordi ng BEASTMASTER i n t he
title; and (3) a 1982 publicity photograph featuring
actors fromthe novie THE BEASTMASTER

Regi stration has been finally refused on the ground
that the specinmens subnmitted by applicant do not show use
of the mark for the services identified in the
appl i cation.

Appl i cant has appeal ed, and briefs have been fil ed.
An oral hearing was not requested by applicant.

The Examining Attorney’s position is essentially that

t he speci nens show use of the mark as the title of a
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series of novies, but fail to denonstrate use of the mark
in association with the identified services, “production
of notion pictures, pre-recorded vi deotapes, and
tel evision programs, and distribution of notion pictures
and tel evision prograns,” as required by Section 45 of the
Trademark Act and Trademark Rule 2.56.1

Applicant essentially contends that there is a | ess
stringent requirenent for specinmens for services than for
goods; that the original specinens support use of the mark
in association with the services because the trade
publication advertisenent, featuring the caption
“$11, 751, 126...in 3 weeks,” pronotes applicant’s “high
quality” and “financially successful” services to the
rel evant purchasing public; that the photocopy of the
vi deotape and its packaging promnently display the mark
and identify applicant as the source of the production
services; that the photograph of two vi deotapes
denonstrates that applicant’s mark is not the title of a
single work but rather evidences applicant’s ongoing
nmotion picture distribution and production services; and

that the publicity photograph al so supports use of the

! The Board has not considered the untinely evidence attached to
the Exam ning Attorney’ s appeal brief. See Trademark Rul e
2.142(d).
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applied-for mark with the identified services, through the
di splay of the nane of applicant’s predecessor-in-
interest, Beastmaster N V., in the copyright notice.

The requirenents for specinmens of use of a mark in
connection with services differ fromthe requirenents for
speci nens of use of a mark in connection with goods.

Al t hough trademarks appear directly on the goods or on the
containers or |abels for the goods, service marks are used
in connection with the services. Inplicit in the
statutory definitions of a "service mark" is the

requi rement that there be sone direct association between
the mark and the services, i.e., that the mark be used in
such a manner that it would readily be perceived as
identifying the source of such services. See ln re
Advertising & Marketing Devel opnent, Inc., 821 F.2d 614, 2
UsP@d 2010 (Fed. Cir. 1987); and In re Adair, 45 USPQd
1211 (TTAB 1997).

In this situation, we agree with the Exam ning
Attorney that the specinens submtted by applicant do not
show use of the applied-for mark in connection with the
services identified in the application. Rather, in
general, all of the specinens of record evidence use of

the mark as the title of applicant’s novies or, at best,
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as a trademark for videotapes, but not as a service mark
for applicant’s identified services.

Specifically, the original specinen, an advertisenent
appearing in a trade publication, fails to establish that
consuners, including industry professionals, would
perceive applicant’s mark as anything other than the title
of a novie. This specinen includes the follow ng wording:
“* Beastmaster’ Roaring Good Entertai nnent” and “THE
BEASTMASTER ” I n addition, appearing beneath the title of
the novie are the words “LElI SURE | NVESTMENT COVPANY
PRESENTS A DON CONSCARELLI FILM THE BEASTMASTER,” and
beneath that are the words “DOVESTI C DI STRI BUTI ON: MGM UA
ENTERTAI NVENT CO.” Consuners would likely believe that
Lei sure | nvestnent Conpany, Don Conscarelli or MaV UA
Ent ertai nnent Co. produced and/or distributed the novie.
Further, there is no evidence that the specinen was used
in the actual rendering or sale of applicant’s services.
See e.g., Inre Metriplex Inc., 23 USPQd 1315 (TTAB
1992) .

In the first substitute specinmen offered by applicant,
the mark appears as the title of the videotapes and woul d
not readily be perceived as identifying the source of the

identified services. Again, other nanes appear thereon,
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specifically, “Stu Segall Productions” and “MCA UN VERSAL
HOME VI DEQ. ”

Wth respect to the final two substitute specinens,

t he wordi ng BEASTMASTER, as it is used in the copyright
notice of the publicity photograph, functions solely as a
trade nane not as a service mark. See generally, In re
Dianond Hi Il Farnms, 32 USPQRd 1383 (TTAB 1994). Even if
consuners were able to draw an associ ati on between the
publicity photograph and production or distribution
services, they would likely conclude that other nanes
appearing on the photograph, i.e., “Thorn EM Fil ns
Limted” or “Colunbia-EM -VWarner Distributors Linmted”
were the sources of the production and distribution
services rather than applicant.

The phot ograph of the packagi ng on two vi deot apes,
again shows the title “BEASTMASTER 2 THROUGH THE PORTAL OF
TIME" and “BEASTMASTER |11 THE EYES OF BRAXUS.” The
| atter videotape package includes “MCA Universal Hone
Vi deo” thereon. Even though there has been nore than one
“BEASTMASTER’ novie, there is no evidence that the term
BEASTMASTER has been used either to identify the services
of “production of notion pictures, pre-recorded

vi deot apes, and tel evision prograns, and distribution of
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notion pictures and tel evision prograns” or specifically
to identify applicant as the source of the sane.

Applicant relies on several cases in support of its
contention that varied specinens are acceptable to show
use in association with service marks. Sone of the
speci mens whi ch the Board has found acceptabl e i ncl ude
conputer printouts which show the mark used on a conputer
screen acconpani ed by applicant’s declaration expl ai ning
that the specinen was used in the sale of the services, In
re Metriplex Inc., supra; a photograph of chain-Ilink
fences denonstrating use of the mark in the rendering of
the services, where the mark sought to be registered
consisted of alternately colored strands of wire, In re
Eagl e Fence Rentals, Inc., 231 USPQ 228 (TTAB 1986); and a
phot ograph of a person wearing a bird costunme, along with
evi dence of prior registration for collateral use, where
the asserted mark was a design of that bird costunme and
was used in the rendering of the services, In re Red Robin
Enterprises, Inc., 222 USPQ 911 (TTAB 1984). However,
unl i ke the speci nens found herein, the specinens at issue
in the cases cited by applicant did not contain
contradictory or conflicting information regarding the
source of the services. Therefore, the cases are

di sti ngui shabl e.
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Thus, the specinens of record do not support use of
the mark in connection with the identified services
because they do not show applicant's use of the mark in
association with the sale or advertising of the services
specified in the application.

Decision: The refusal to register on the basis that
none of the speci nens show use of the mark in connection

with the identified services is affirned.



